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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)n Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)n Tfiis action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 37-88 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

?)□ Claim(s) Is/are objected to. 

S)M Claim(s) 37-88 are subject to restriction and/or election requirement. 

Application Papers 

9)n The specification is objected to by the Examiner, 

10)S The drawing(s) filed on 19 February 2004 is/are: a)M accepted or b)[2 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 . 121 (d). 
1 !)□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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This application is up for consideration. 

A. The specification has been amended. Applicants fail to provide a support for each of the 
newly added embodiments by precisely pointing out at page and line for a proper and timely 
consideration. If a new matter is found, please the authority stated in Tronzo v. Biomet Inc., 4 
USPQ2d 1403. 

B. The claims 58, 62, 74 and 88 contain trade name. Applicants are requested and required 
to correct them. No allowance will be indicated until no trade name is in a claim. This Office 
action is mainly made to give applicants an opportunity to made a correct before an examination 
on merits is made and done. 

C. Claims 37-88 are generic to a plurality of disclosed patentably distinct species comprising 
many thermally expandable materials of their chemical (ingredient(s) or compositions) in the art. 
Applicant is required under 35 U.S. C. 121 to elect an ultimate single disclosed thermally 
expandable material of its chemical ingredient(s) or composition species for an initiation of a 
search, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

D. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

L The groups of claims (broadest independent claim 87 as being the main invention 
and claim 88), (37-47), (54-59), (64-66) and (69-76) (are not considered to be 
patentably different or distinct fi-om the main invention. Others are secondary of 
the main same invention. Therefore, no restriction is made. Accordingly, no 
separate consideration or search will be made. Should applicants show or urge 
otherwise in the next response to this Office action in order for it to be considered 
timely. A restriction will be made for the record as shown or urged), drawn to a 
novel of the use of a thermally expandable valve control of an amount of a liquid 
fiiel being flown to an anode chamber of a conventional or known fuel cell 
system, classified in class 429, main subclass 24 
11. The groups of claims (broadest independent claim 60 as being the main invention 
and claims 59-63), (48-53) and (67-68) (are not considered to be patentably 
different or distinct from the main invention. Others are secondary of the main 
same invention. Therefore, no restriction is made. Accordingly, no separate 
consideration or search will be made. Should applicants show or urge otherwise in 
the next response to this Office action in order for it to be considered timely. A 
restriction will be made for the record as shown or urged), drawn to a method of 
regulating an amount of a hquid fuel being flown to an anode chamber of a 
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conventional or known fuel cell system using a novel of a thermally expandable 

valve control, classified in class 429, main subclass 13 
Inventions Group I and Group II are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the method of regulating an amount of a Uquid 
fuel to an anode chamber can be practice with many patentably different and distinct types of 
the valves other than a thermally expandable valve as claimed. Applicant should show or provide 
an evidence to the contrary. In the absence of convincing evidence, the restriction would not be 
removed 

Because these inventions are distinct for the reasons given above and have 
acquired the separate status and searches in the art and can be supported the 
separate patents as divided by applicants and have no evidence of the record that 
are not required the separate consideration and search since they are the obvious 
variants because the prior art being appUed to one of them would be sufficient 
against all inventions, restriction for examination purposes as indicated is proper. 
Applicant should show or provide an evidence to the contrary. In the absence of 
convincing evidence, the restriction would not be removed. 
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Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

E. However any process claim is permitted to be rejoined with a material claim 
provided (a) that the material claim is allowable and (b) the process claim must be 
contained all of the limitations of the allowable material claim in accordance with the 
authority stated in In re Ochiai, 37 USPQ2d 1 127 or In re Brouwer, 37 USPQ2d 1663 and 
MPEP 821.04. 

F. Other issues have not been considered until a proper election is made and resolved. 

G. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoa V. Le whose telephone number is 571-272-1332. 

The examiner can normally be reached from 6:00 AM to 4:00 PM on Monday though Thursday 
and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark F. Huff can be reached on 571-272-1385. The fax phone numbers of the 
examiner is 571- 273-1332. Since there is a newly electronic filing procedure for all initial 
communicating papers and all responses to an Office action, the examiner fax phone number is 
not for use to receive any fax in response to an Office action. Applicant is requested and required 
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to send all initial communicating papers and all response to Office action to a central paper or 
fax receiving center for an electronic scanning procedure. 

Applicants may file a paper by (1) fax with a central facsimile receiving number 703- 
872-9306, 

(2) mail with a central mail receiving address: 
U.S. Patent and Trademark Office 
2011 South Clark Place 
Customer Window 

Crystal Plaza Two, Lobby, Room 1B03 
Arlington, VA 22202 
Information regarding the status of an application may be obtained fi-om the Patent 
Application Information Retrieval (PAIR) system Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 



HoaV.Le 
Primary Examiner 
Art Unit 1752 



HVL HOAV/\NLE 
09 March 2004 PRIMARY EXAMINER 



